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REMARKS 

The Examiner has rejected Claim 18 under 35 U.S.C. § 112, first paragraph, 
as failing to comply with the enablement requirement. The Examiner has also rejected 
Claims 13, 16, and 18 under 35 U.S.C. § 112, second paragraph, as being indefinite. In 
addition, the Examiner has rejected Claims 13-15, 21, and 23-26 under 35 U.S.C. § 102(b) 
as being anticipated by U.S. Patent No. 6,585,723 to Sumiya ("Sumiya").The Examiner 
has also rejected Claims 18, 19, and 22 under 35 U.S.C. § 103(a) as being unpatentable over 
Sumiya. In addition, the Examiner has rejected Claims 16 and 17 under 35 U.S.C. § 103(a) 
as being unpatentable over Sumiya in view of U.S. Patent Application Pub. No. 
2004/0152987 to Haisch ("Haisch").The Examiner also rejects Claims 27-29 under 35 
U.S.C. § 103(a) as being unpatentable over Sumiya in view of U.S. Patent Application Pub. 
No. 20050107708 to Wrobel et al. ("Wrobel"). 

Claims 13, 15, 16, and 18 stand currently amended, and Claims 17, 19, and 
27-29 stand currently canceled. Claims 1-12 and 20 stand previously canceled. Claims 13- 
16, 18, and 21-26 are currently pending.The following remarks are considered by appHcant 
to overcome each of the Examiner's outstanding rejections to current Claims 13-16, 18, 
and 21-26. An early Notice of Allowance is therefore requested. 

I. The Next Office Action CANNOT be Marked Final 

As per the Advisory Action dated November 11, 2009, Applicants 
respectfully note that the Examiner required an RCE in order to have the above claim 
amendments entered. Accordingly, Applicants respectfully note that any next Office Action 
cannot be marked Final. 

II. Summary of Relevant Law 

A claim is anticipated only if each and every element as set forth in the 
claim is found, either expressly or inherently described, in a single prior art reference. The 
determination of obviousness rests on whether the claimed invention as a whole would 
have been obvious to a person of ordinary skill in the art at the time the invention was 
made. In determining obviousness, four factors should be weighed: (1) the scope and 
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content of the prior art, (2) the differences between the art and the claims at issue, (3) the 
level of ordinary skill in the art, and (4) whatever objective evidence may be present. 
Obviousness may not be established using hindsight or in view of the teachings or 
suggestions of the inventor. The Examiner carries the burden under 35 U.S.C. § 103 to 
establish a prima facie case of obviousness and must show that the references relied on 
teach or suggest all of the limitations of the claims. 

III. Retection of Claim i8 Under is U.S.C. ^ 112. First Paragraph 

On page 2 of the current Office Action, the Examiner rejects Claim 18 
under 35 U.S.C. § 112, first paragraph, as faihng to comply with the enablement 
requirement. This rejection is respectfully traversed and beheved overcome in view of the 
following discussion. 

A. Claim 18 

As a preUminary matter, while Examiner rejects Claim 18 under 35 U.S.C. 
§ 112, first paragraph, Examiner seems to be objecting to language of Claim 17 (which has 
been incorporated in Claim 16) in the specifics of the rejection. In particular, Examiner 
seems to have a problem with the wavelength being 365 nm. However, this language is not 
present in Claim 18, but is rather present in Claim 16. As such. Examiner's current 
rejection of Claim 18 under 35 U.S.C. § 112, first paragraph, is incoherent and confusing. 
In fact. Examiner has failed to indicate any portion of Claim 18 whatsoever which fails to 
satisfy 35 U.S.C. § 112, first paragraph. 

Accordingly, Apphcants respectfully assert that Examiner has failed to 
estabhsh a prima facie case that Claim 18 fails to comply with the enablement requirement. 
Therefore, Applicants respectfully request the Examiner withdraw the rejection of 
Claim 18 under 35 U.S.C. § 112, first paragraph, as faihng to comply with the enablement 
requirement. 

B. Claim 17 fnow in Claim 16) 

In addition, if Examiner intended to reject Claim 17 (which has been 
incorporated in Claim 16) under 35 U.S.C. § 112, first paragraph, such a rejection cannot 
be sustained. 
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First, Examiner's objection to the claimed wavelength of 365 nm is 
incomplete, and is thus incomprehensible. For this reason alone, a rejection of Claim 16 
cannot be sustained on the basis of Examiner's current arguments. 

Second, the Specification clearly explains how an illuminating and 
irradiating unit for a slit lamp uses an illumination source 1 which is a narrow-band light 
in the short-wavelength range around 365 nm. Specification,]!^ [0017]-[0021].The 
Specification also explains how other appUcations (e.g., photodynamic therapy ("PDT")) 
use narrow-band, long-wavelength light, preferably around 690 nm, which is emitted by 
the illumination source 1. Specification, [0022]. As such, having an illumination source 
which generates narrow-ban Ught around 365 nm is fully enabled by the Specification. 

Accordingly, Applicants respectfully assert that Claim 16 is fully enabled. 
Therefore, Applicants respectfully assert the Examiner could not maintain a rejection of 
Claim 17 under 35 U.S.C. § 112, first paragraph, as faiUng to comply with the enablement 
requirement. 

IV. Retection of Claims i,^. i6. and i8 Under is U.S.C. ^ 112. Second 
Paragraph 

On page 3 of the current Office Action, the Examiner rejects Claims 13, 16, 
and 18 under 35 U.S.C. § 112, second paragraph, as being indefinite. These rejections are 
respectfully traversed and beUeved overcome in view of the following discussion. 

Claims 13 is currently amended to address the antecedent basis issue raised 
by Examiner. In addition, Claim 16 stands currently amended to include the language of 
Claim 17. Similarly, Claim 18 stands currently amended to include the language of Claim 
19. As such, Applicants respectfully assert that Claims 13, 16, and 18 are now in acceptable 
form. 

Accordingly, Applicants respectfully assert that Claims 13, 16, and 18 are 
not indefinite. Therefore, Applicants respectfully request the Examiner withdraw the 
rejection of Claims 13, 16, and 18 under 35 U.S.C. § 112, second paragraph, as being 
indefinite. 
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V, Retection of Claims ii-is. 21. and 2:^-26 Under U.S.C. ^ 102(B) 
Based on Sumiya 

On page 3 of the current Office Action, the Examiner rejects Claims 13-15, 
21, and 23-26 as being anticipated by Sumiya. These rejections are respectfully traversed 
and believed overcome in view of the following discussion. 

Claim 13 states, in part: 

"an illumination source which generates an illumination 
beam; 

"means for generating specific illumination patterns 
and/or profiles; and 

"means for coupling a complete one of the specific 
illumination patterns and/or profiles into the 
parallel beam path of the observation system of 

the ophthalmic instrument; 

"wherein optical filters, diaphragms, and/or 

optoelectronic Ught modulators with a control unit 
are used as the means for generating specific 
illumination patterns and/or profiles; and 

"wherein a spectral range and a spatial range of the 
illumination beam is influenced by optical filters 
and/or diaphragms." (emphasis added). 

A. Specific Illumination Patterns and/or Profiles 

(1) Arguments from 10/29/09 Amendment /Response 

As set forth above, Claim 13 requires that there is a means for generating 
specific illumination patterns and/or profiles, and that there is a means for coupling 
a complete one of the specific illumination patterns and/or profiles into a parallel beam 
path of the observation system of the ophthalmic instrument. Sumiya fails to disclose these 
elements of Claim 13. 

In particular, Sumiya is directed to a device for corneal surgery for ablating 
a portion of the cornea of a patient's eye to correct refiraction defects of the eye or to 
remove a lesion from an eye. Such ablation of the cornea of a patient's eye is carried out, 
for example, with the aim of changing the refractive power for correcting ametropia such 
as myopia, hypermetropia, astigmatism, and the like or to remove an affected area of the 
cornea such as opacity. 
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For this purpose, Sumiya's arrangement comprises an irradiation unit which 
directs a laser beam to an area on the cornea of a patient's eye. But the laser beam is not 
focused on this area so as to generate specific illumination patterns and/or profiles. 

Furthermore, Sumiya's arrangement comprises a cornea shape measuring 
unit for measuring the three-dimensional shape of the cornea which has an optical 
measurement light projection system for projecting measurement light onto the 
cornea. The measurement hght reflected by the cornea is received and evaluated by an 
optical photodetector. 

In order to calculate the three-dimensional shape of the cornea, the cornea 
is scanned in the X-Y directions. For this purpose, the projection spot of measurement 
light is displaced on the cornea by a scan unit in X-Y directions. Accordingly, no specific 
illumination patterns and/or profiles are generated by the optical measurement 
light projection system either. 

Moreover, Sumiya's solution does not describe an illumination and 
irradiation unit for ophthalmic instruments, but rather describes a device for corneal 
surgery for scanning the cornea and for ablating portions of the cornea of the patient's eye. 

In addition, Sumiya's solution does not contain means for generating 
specific illumination patterns and/or profiles. On the contrary, an individual laser spot is 
focused on the cornea (to be scanned or ablated) in Sumiya.The cornea is scanned 
correspondingly by means of a scanning unit. While ultimately a pattern is generated by the 
scanning unit, this takes phce gradually by scanning. In Claim 13, however, complete 
illumination patterns and/or profiles are generated and imaged on the eye. 

Also, no illumination patterns and/ or profiles within the meaning of 
Claim 13 are generated in Sumiya. More specifically, in Sumiya a "pattern" is generated by 
the scanning movement of a laser spot. In Claim 13 however, a one-time generation of a 
complete illumination pattern and/ or profile which is imaged on the eye 
simultaneously is carried out. This cannot be accomplished by the scanning unit of 
Sumiya. 

In fact, Sumiya states that the control unit 40 calculates the three- 
dimensional cornea shape based on detection signals of the spot of the infirared laser beam 
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of the measurement light projection system. Sumiya, Col. 7, Ln. 63 - Col. 8, Ln. 8. 
Irradiation spots can hardly be called specific illumination patterns or profiles. 

Therefore, Sumiya 's solution does not contain any means for generating and 
coupling complete specific illumination patterns and/or profiles. The optical elements 
which the Examiner identifies as such means are not suited for generating illumination 
patterns and/or profiles, or for coupHng a complete one of the specific illumination 
patterns and/ or profiles into a parallel beam path of the observation system of the 
ophthalmic instrument. 

(2) Supplemental Arguments 

Put another way, the device disclosed by Sumiya relates to the field of 
corneal surgery (in particular the removal of part of the cornea of an eye) with the aim of 
correcting a refractive error of the eye. The apparatus includes an illumination unit to 
which a laser beam focused to a designated area on a cornea of the eye of a patient. The 
laser beam forms a spot which is focused on the cornea (for removing a portion of the 
cornea). Thus, a special illumination pattern or profile is not required. 

The only so-called profiles or patterns that Sumiya can be interpreted as 
generating are a number of successively generated and positioned isolated spots, which are 
generated with the removal of successive parts of the cornea. 

Background information about this topic can be found for example, under 
the keyword "Corneal Surgery" on the Internet to a sufiicient extent. 

Thus, the position of the Examiner that the laser spot of Sumiya generates 
complete illumination patterns and profiles is incorrect. Conversely, solution of Claim 13 
is able to create individual spots or groups of spots and focused on the eye. In contrast, the 
laser spot of Sumiya is hardly suitable for a complete illumination pattern or profile, 
because the laser of Sumiya is focused on one point. 

Accordingly, to further clarify the difference between the invention of 
Claim 13 and the disclosure of Sumiya, Claim 13 has been amended (as set forth above) to 
require that a spectral range and a spatial range of the illumination beam is influenced 
by optical filters and/or diaphragms. This amendment more precisely defines the 
hghting patterns or profiles, and is supported by paragraph [0017] the current Application, 
which states: 



-10- 



Electronically Filed Serial No.: 10/551,685 

Atty. Docket No.: 500343.20307 

"... The spectral and spatial range of the illumination beam 
can be influenced by optical jilters 4 and/or 
diaphragms 5 " 

While spectral interference of a laser spot may well still take place, this will 
not be possible in geographical terms for a spatial range of the illumination beam of 
Sumiya. 

In sum, as stated above, Sumiya concerns a device for corneal surgery for 
removing a portion of the cornea of the eye of a patient, for example to correct a refractive 
error of the eye. For this purpose, the device of Sumiya includes a lighting unit, a 
measurement beam focused on the cornea of the eye of a patient. By means of a scanning 
unit, the cornea in the x and y directions is sampled to determine the direction of its shape. 
Sumiya realizes a successive scanning of the cornea with a laser spot. 

Following the same successive principle, treatment is then carried out (i.e., 
the local ablation of the cornea). For such treatments, the use of pulsed excimer laser is 
enforced in the known prior art. By Sumiya, such a laser will be used. See Sumiya, Col. 8, 
Ln. 43 - Col. 9, Ln. 4. 

These laser spots neither require nor desire special illumination patterns 
and/or profiles. To achieve an accurate determination of the corneal shape, as well as 
targeted removal of parts of the cornea, the individual spots should be of equal size and 
energy density, and accurately focused. 

Thus, it is clear firom amended Claim 13 that Sumiya fails to disclose 
imaging a complete illumination pattern or profile on an eye, as set forth in Claim 13. 

B. Coupling the Patterns and/or Profiles into the Parallel Beam Path 

(1) Arguments from 10/29/09 Amendment /Response 

Further, the light from the illumination source is not coupled into the 
parallel beam path of the observation system of the ophthalmic instrument in Sumiya. 
On the contrary, the measurement beam from the laser source 1 1 and the therapy beam 
from the excimer laser 26 are reflected into the beam path focused on the cornea by the 
dichroic mirror 21. The only parallel beam paths in Sumiya are between the lenses 31 and 
36 in the observation beam path and between the lenses 15 and 18 in the illumination 
beam path. 
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(2) Supplemental Arguments 

To clarify, Sumiya does teach that the laser beam from beam source 11 is 
coupled into the observation beam path of the optical system 30. However, the coupling 
does not occur in the parallel beam of the observation system, as required by 
Claim 13. 

The below annotated figure (which refers to the claimed position of 
coupUng in Claim 13, and the position of coupling in Fig 2 of Sumiya between the 
dichroic mirror 21 and the eye E) illustrates the difference described above: 
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optics to 
change 

maanification 



binocular 
microscope 
H unit 3 in 
Sumiya 



objective lens 
31 in Sumiya 



Application plane / plane to 
be observed: 

Cornea for Sumiya 

Intra ocular lens / crystalline 
lens for ZM110US 




Parallel / afocal beam 
-> area for incoupling 
treatment beam in 
parallel beam path of 
observation system, 
as per Claim 11 . 



Convergent beam 
-> area for incoupling 
treatment beam of 
Sumiya with dichroic 
mirror 21. 
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The sketch above shows the different points for coupUng of the beam (i.e., 
location of coupling for Claim 13, and location for coupling of Sumiya). 

In Sumiya, lens 31 is the objective lens (the last lens) of the 
stereomicroscope.This is also supported by the fact that the "photographic lens" 36 must 
here represent the infinity optical path for "finally" on the CCD 39. In addition, so that the 
laser spot can be focused on the cornea (the goal of Sumiya), the dichroic mirror 21 
requires that in the convergent beam path shown above. 

In the solution of Claim 13, the parallel beam path was chosen for the 
location of coupHng, since the use of a beam splitter is best not to produce aberrations. It 
creates only a beam displacement by a beam splitter plate. 

As such, the claimed location of coupUng (i.e., coupling into the parallel 
beam path of the observation system of the ophthalmic instrument) is not disclosed by 
the coupling of Sumiya (i.e., coupUng into a convergent beam path of the observation 
system). Thus, Sumiya fails to disclose a means for coupling a complete one of the 
specific illumination patterns and/or profiles into the parallel beam path of the 
observation system of the ophthalmic instrument, as required by Claim 13. 

C. Conclusion 

For the reasons set forth above, AppUcant respectfully asserts that Examiner 
has failed to establish a prima facie case of anticipation of independent Claim 13, and 

corresponding Claims 14, 15, 21, and 23-26 because they are each ultimately dependent 
from Claim 13. Therefore, Applicant respectfully requests that Examiner remove the 
rejection of Claims 13-15 and 20-26 under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent No. 6,585,723 to Sumiya. 

VI. Retection of Claims i8 and 22 Under -^s U.S.C. ^ io:^(a) Based on 
Sumiya 

On page 6 of the current Ofiice Action, the Examiner rejects Claims 18 
and 22 as being unpatentable over Sumiya. These rejections are respectfully traversed and 
believed overcome in view of the following discussion. 
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Claims 18 and 22 are dependent from independent Claim 13. As Claim 13 
is allowable, so must be Claims 18 and 22. Accordingly, Applicants respectfrilly assert that 
Examiner has failed to establish a prima facie case of obviousness of Claims 18 and 22. 
Therefore, Applicant respectfully requests that Examiner remove the rejection of Claims 18 
and 22 under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 6,585,723 to 
Sumiya. 

VII. Retection of Claim i6 Under U.S.C. ^ io:^(a) Based on Sumiya 
In View of Haisch 

On page 7 of the current Office Action, the Examiner rejects Claim 16 as 
being unpatentable over Sumiya in view of Haisch. This rejection is respectfully traversed 
and believed overcome in view of the following discussion. 

Claim 16 is ultimately depend from independent Claim 13. As Claim 13 is 
allowable, so must be Claim 16. Accordingly, AppUcants respectfully assert that Examiner 
has failed to estabUsh a prima facie case of obviousness of Claim 16. Therefore, Applicant 
respectfully requests that Examiner remove the rejection of Claim 16 under 35 U.S.C. § 
103(a) as being unpatentable over U.S. Patent No. 6,585,723 to Sumiya in view of U.S. 
Patent Application Pub. No. 2004/0152987 to Haisch. 
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Based upon the above remarks, Applicant respectfially requests 
reconsideration of this application and its early allowance. Should the Examiner feel that a 
telephone conference with Applicants' attorney would expedite the prosecution of this 
appUcation, the Examiner is urged to contact him at the number indicated below. 



Respectfully submitted, 




)onne - Reg. No. 35,930 
iW.Treloar - Reg. No. 60,975 
REEDSMITH LLP 

599 Lexington Avenue 
New York, NY 10022 
Tel.: 212.521.5400 
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